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DETAILED ACTION 

Status of Claims 

1 . No changes to the claims are made in view applicant's response filed 30 January 
2008. Therefore, claims 1-7 are currently under examination. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The instant claims recite "a transparent conversion coating" as a finishing 
treatment. However, the instant specification does not mention whether or not the 
conversion coating produced by the finishing treatment is transparent. In addition, JP 
S42-14050 provided by the applicant is not sufficient to show that the conversion 
coating produced by the claimed finishing treatment is transparent because JP S42- 
14050 teaches that a transparent film would only form with specific amounts of 
chromium and silica, and extra presence of the coating components would cause 
coloring(page 1 of the translation provided by the applicant). Furthermore, JP S42- 
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14050 is not part of the instant specification. Therefore, JP S42-14050 does not 
support the claimed transparent conversion coating 

Therefore, the newly amended term "transparent" constitutes new matter. 
Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 02/07902(WO902), in view of JP 8-983(JP'983), and further in view of Bradley 
US 5,704,995 A(Bradley). 

WO'902 teaches a method of treating steel surfaces, comprising: 

a. Plating the steel surface with zinc (page 1 3, first paragraph), 

b. Activating the zinc plated surface with nitric acid containing solution (page 
13, first paragraph), 

c. Rinsing the activated zinc plated surface (page 13, first paragraph), 

d. Treating the activated zinc plated surface with a trivalent chromium 
containing solution to form a black coating that is free of hexavalent chromium, 
wherein the Cr(lll) solution further comprises iron and silica (page 8, last two 
paragraphs), 

e. Rinsing the Cr(lll) treated zinc plated surface (page 1 3, first paragraph), 
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f. Treating the Cr(lll) treated zinc plated surface with a silica containing 
solution (page 9, first paragraph; page 10, second paragraph; page 13, first 
paragraph), and 

g. Drying the Cr(lll) treated zinc plated surface (page 13, first paragraph) 
However, WO'902 does not teach that it second conversion treatment step(i.e. 

treatment using a silica containing solution) uses a solution comprising trivalent 
chromium and silica and produces a transparent coating as claimed. 

JP'983 teaches treating zinc plated surfaces with a coating solution comprising 
trivalent chromium, silica, phosphoric acid and metal ions such as cobalt, therein the 
treatment method process produces a transparent conversion coating with excellent 
anti-corrosion properties and improved appearance(abstract, col. 2, lines 2-5; col. 3 
lines 42-44, col. 8 lines 7-8). 

Bradley teaches a method for forming a black coating on a metal surface, 
wherein after the metal surface is treated with a blackening solution, the metal surface 
is further treated with a Cr(lll) containing solution for enhanced corrosion resistance(col. 
2 line 58 -col. 3 line 7). 

Regarding claims 1 and 4-6, it would have been obvious to one of ordinary skill in 
the art to have incorporated the coating treatment as taught by JP'983 into the second 
conversion treatment step of WO'902 in order to enhance corrosion resistance and 
improve appearance as taught by Bradley and JP'983. 
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6. Claims 2-3 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over WO'902 in view of JP'983 and Bradley, and further in view of Hartley et al. US 
4,243,434(Hartley). 

The teachings of WO'902 in view of JP'983 and Bradley are discussed in 
paragraph 6 above. However, WO'902 in view of JP'983 and Bradley do not explicitly 
teach the additional treatment step with a solution comprising trivalent chromium and 
silica prior to the black coating step. 

Hartley teaches coating of metal working tools with a chromium containing 
coating solution(abstract). Hartley further teaches that multiple coating applications 
can be carried out when thicker coating is desired(col. 2 lines 29-33). Based on the 
thickness produced by Hartley's single coating layer(0.0001 or 0.0002 inch) and final 
desired thicker coating layer(0.001 inch), the coating treatment have to be repeated for 
at least five times to reach the desired coating thickness. 

Regarding claims 2 and 7, one of ordinary skill in the art would have found it 
obvious to have repeated the black coating forming and rinsing steps in the process of 
WO'902 in view of JP'983 and Bradley in order to achieve a desired thicker black 
coating as taught by Hartley. In addition, since the black coating treatment step of 
WO'902 in view of JP'983, Bradley and Hartley comprises Cr(lll), silica and iron, the 
repeated black coating forming steps in the process of WO'902 in view of JP'983, 
Bradley and Hartley meet the limitations of the first black coating step using a solution 
comprising Cr(lll) and silica and the second black coating step using a solution 
comprising Cr(lll) and iron as claimed. 
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Regarding claim 3, one of ordinary skill in the art would have also found it 
obvious to have repeated the transparent coating forming step of WO'902 in view of 
JP'983, Bradley in order to achieve desired transparent coating thickness as taught by 
Bradley. In addition, since the transparent coating treatment step of WO'902 in view of 
JP'983, Bradley and Hartley comprises Cr(lll), silica and cobalt, the repeated 
transparent coating forming steps in the process of WO'902 in view of JP'983, Bradley 
and Hartley meet the limitations of the initial finish treatment step using a solution 
comprising Cr(lll) and silica and the final finish treatment step using a solution 
comprising silica and cobalt as claimed. 

Response to Arguments 
7. Applicant's arguments with respect to claims 1-7 filed 30 January 2008 have 
been considered but they are not persuasive. 

In the remarks, applicant argues the rejection under 35 USC 112, second 
paragraph is improper since a solution containing inorganic salt, organic acid, trivalent 
Cr and silica is conventionally transparent and JP S42-14050 supports this. 

The examiner does not find applicant's argument persuasive. The color of the Cr 
protective coating depends upon the amount of each coating components in the coating 
solution. JP S42-14050 also teaches that excess component concentration would 
generate color in the coating film(bottom of page 1 of the translation provided by the 
applicant). Therefore, since the instant specification does not literally recite that the 
second chromium and silica coating is transparent, the examiner cannot determine if the 
second conversion coating solution contain sufficient Cr (III) and silica to form a 
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transparent conversion coating. Since no clear support has been provided, the rejection 
under 35 USC 112, second paragraph is proper. 

Applicant further argues that JP'983's Cr(lll) and silica coating is not transparent 
due to the presence of phosphoric acid. 

The examiner does not find applicant's argument persuasive since applicant had 
previously admitted that the coating of JP'983 is transparent. See applicant's response 
filed 2 October 2007. The English translation provided by the applicant submitted 2 
October 2007 also shows that the Cr(lll), silica and phosphoric acid containing coating 
solution produces a transparent coating layer. 

Applicant further argues that the combination of WO'902 in view of JP'983 and 
Bradley would produce a bluish-yellow coating because the Cr(lll), silica and phosphoric 
acid of WO'902 coating will react with iron and Cr(lll) of JP'983. 

Applicant's argument is not convincing since Applicant has not provided any 
factual evidence data to substantiate the allegation of a bluish-yellow coating. 
Therefore, applicant's argument is merely conclusive statement. 

Applicant further argues that the instantly claimed invention provides synergistic 
and unexpected results. 

The examiner would like to remind the applicant that any objective evidence such as 
unexpected result must be factually supported by an appropriate affidavit or declaration 
to be of probative value. See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 1 91 , 1 96 
(Fed. Cir. 1984) and MPEP 716.01(c). Evidence of unexpected properties may be in 
the form of a direct or indirect comparison of the claimed invention with the closest prior 
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art which is commensurate in scope with the claims. See In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980) and MPEP § 716.02(d) -§ 716.02(e). Since the proof of 
factual evidence is lacking in applicant's assertion of unexpected results, the examiner 
does not find the argument persuasive. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/783,680 Page 9 

Art Unit: 1793 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

LLZ 

4/4/08 



